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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re patent application of: 
David S, DeLORENZO, et aL 

Serial No.: 1 0/006,5 1 4 Group Ari UniL; 2125 

Filed: June 25, 2003 Examiner: S. Shechtman 

FOR: METHOD AND APPARATUS FOR MEMORY BANDWIDTH 

THERMAL BUDGETTING 

REQUEST FOR REHEARING UNDER 37 CFJR. § 41.52 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 1 3-1450 

Sir: 

Pursuant to 37 CF-R. § 41.52, Applicant respectfully requests reconsideration of 
the following points in the Decision on Appeal mailed June 29, 2006. 

I. The Board erroneously eliminates a claim element from the claims. 

The Board appears to acknowledge that the reasoning applied by the Examiner is 
incorrect. The Board identifies those portions relied upon by the Examiner for allegedly 
reading on the claims, but docs not apply those portions in making what is essentially a 
new basis for the rejection (applying other portions of Nizar for allegedly reading on the 
claims). 

However, the Board commits essentially the same error as the Examiner in their 
analysis. As correctly noted by the Board, a rejection for anticipation under section 102 
requires that the four corners of a single prior art document describe every clement of the 
claimed invention, either expressly or inherently. In re Paulsen, 30 F.3d 1475, 1478-79, 
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31 USPQ2d 1671, 1673 (Fed. Cir. 1994). The Board erroneously leaves the four corners 
of the Nizar reference in attempting to read the reference on ihe claims. 

Claim 1 recites "the controller is adapted to calculate a temperature estimate of 
the device/' Hie Board appears to accept that Nizar does not expressly provide this 
teaching. For the Board to abide by the Jaw stated in In Re Paulsen , the Board must 
accept that claim 1 is not anticipated by Nizar because the four corners of Nizar do not 
expressly describe this c!aim element (neither the Board nor the Examiner has asserted 
any reliance on inherency). 

Apparently the Board accepts the weakness of the Examiner's position because 
the Boarci offers an alternative teaching of Nizar for this claim element. However, the 
Board's position is clearly erroneous. The Board argues: 

Sinoe column 3, lin*a 10-1S, of Nizar describes the 
monitoring of temperature and determining that the temperature is 
approaching the thermal specification (in our view, the 
^determining" step is a calculation stCPr ^= broadly claimed), 

For the Board's convenience, the cited portion of Nizar follows: 

In an alternative J0 
embodiment, if the ihmlUitsg. Injiic monitor* the temperature 
otitic device and determines thai the device h approaching 
And/Vir iK <MJl*tdc it* ih^rmaJ ftpcetticftlirHl, or if the thro*lHn& 
logic receives an incUcgtion to 1i*n< effect, *hen it transitions 
io"l1nvilk simc 127. 

Applicants first note the absence of any express teaching which reads on the noted claim 
element. The Board commits clear legal error by leaving four comers of the document 
and asserting essentially that "determine" = "calculate". This effectively eliminates the 
noted cjaim element from the claim. If the Board can simply acknowledge the absence of 

2 
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any express teaching in the relied upon portion of Nizar, the law of anticipation requires 
reversal of the rejection. 

In any event, the Board miscomprehends the relevant teaching of the cited 
portion, One of ordinary skill in the art would recognize that the "alternative" 
embodiment refers to an embodiment in which a physical temperature reading i$ 
available. In that case, directly 'monitoring 1 the temperature of the device would be 
considered more accurate (i .e. a true closed loop control) than using access counts. But 
no estimated temperature is calculated (an actual temperature is read). 

The Board attempts to uphold the Examiner's initial reasoning, stating that "a 
'determination 1 of a temperature may also be a calculation.' As an initial matter, the 
Board must accept the absence of any express teaching and under the law of anticipation 
us set forth in In Re Paulsen , reverse the rejection unless there is an inherent teaching. In 
this case, the Board appears to be slipping into reliance on a theory of inherency. 
However, H may also be" is not the proper test for inherency (and in fact suggest the 
existence of oilier possibilities which disproves inherency). 

Under any reasonable claim construction, the claim recitation "calculate a 
temperature estimate" requi res some type of calculation of an aelual temperature value. 
The 'monitoring' described in Nizar i$ not a calculation, it is at most the reading of a 
sensor. The various 'determinations 1 described in Nizar are not necessarily calculations 
and are not of any actual temperature values. Staying within the four curriers of (iic 
reference, there is simply no express or inherent teaching in Nizar of the calculation of an 
actual temperature value. Accordingly, favorable reconsideration and reversal of the 
rejection of claims 1, 13, and 25 is respectfully requested. 
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II. The Board erroneously fails to consider the claims as a whole and in proper 
context 

In the Decision on Appeal, the Board states: 

However, the claimed 
"calculate a temperature estimate" is very broad, 

Applicants understand and appreciate that taken alone or in out of context, claim words 
can be abstracted to a degree where almost any description can read on almost any claim 
term. However, applicants are left with only the English language in which to stake the 
boundaries of the claims. In applicants view, any reasonable claim construction of the 
phrase 'calculate a temperature estimate 1 requires an actual calculation of an actual 
temperature value. 

While it is improper to read limitations from the specification into the claims, the 
specification may provide context for construing the claims and understanding the 
meaning of claim recitations. See In Re Ukuzawa . bi'f K2d 545, 548, 190 USPQ 464, 
466 (CCPA 1976). In the present application, the specification describes calculating a 
temperature estimate and describes numerous examples of equations for calculating a 
temperature estimate. The specification describes examples of how the calculated 
temperature estimate is used to control access to a device. All of these examples require 
the actual calculation of an actual temperature value. This is the proper context for 
construing the claim language. 

The prior art technique of Nizar corresponds more or less to the method described 
in Fig. 2 of the present application. The specification describes numerous comparisons 
which contrast the claimed invention using calculated temperature estimates against the 
prior art method of using only access counts and budgets. The specification describes 
how the use of a calculated temperature estimate and control access based on the 
calculated temperature estimate may provide improved performance over the prior art 
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method of using only access counts and access budgets. One of ordinary skill in the art 
would appreciate that the recited controlling access to a device based on a calculated 
temperature estimate is different from the prior art method of using only access counts 
and access budgets. 

Applicants submit that the Board initial impression is in fact correct: 

that Nizar controls the temperature of a device by comparing 
access rates and that thic is different £:cora the instant 
invention wherein a temperature is calculated and access to a 
device is controlled in accordance with the calculated 
temperature . 

The claims do not recite determining an access rate as a proxy for device 
temperature and controlling access to the device based on the determined access rate. 
This is the prior art method that is described within the four corners of Nizar. In the 
proper context of the specification, and reading the claim as a whole, calculating a 
temperature estimate and controlling access to a device based on the calculated 
temperature estimate is different from what is described in Nizar. Under any reasonably 
broad construction, claims 1 ? 13, and 25 would not read on determining an access rate as 
a proxy for device temperature and controlling access to the device based on the 
determined access rate. 

In applicants* view, the Board has construed the claims unreasonably broadly and 
failed to consider the claim as a whole and in the proper context. Applicants respectfully 
request favorable reconsideration and reversal of the rejection of claims 1, J 3, and 25. 
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In view of the foregoing, favorable reconsideration and reversal of the rejection is 
respectfully requested. Early notification of the same is earnestly solicited. If there are 
any ^ucsliuus regarding the present application, the Board is invited to contact the 
undersigned attorney at the telephone number listed below. 



August 29. 2006 



Date 



Intel Americas 
LF3 

4030 Lafayette Center Dri ve 
Chantilly, VA 20151 



Respectfully submitted, 

Paul E. Stciner 
Reg. No. 41,326 
(703) 633 - 6830 
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